THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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ON BRI EF

Before JERRY SM TH, FLEM NG and GROSS, Adninistrative Patent

Judges.
GROSS, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 6, which are all of the clains
pending in this application.

Appellant's invention relates to a hysteresis circuit
whi ch varies a threshold level for inverting the condition of

an output of a conparator according to the condition of the
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output. The conparator is provided with an input voltage and
with a threshold voltage equal to the output of a voltage
dividing circuit. A swtching circuit is set to an ON
condition when a constant current output from a constant
current circuit is provided to the voltage dividing circuit
and set to an OFF condition when the
constant current is not provided to the voltage dividing
circuit. Caimlis illustrative of the clainmed invention,
and it reads as follows:

1. A hysteresis circuit conprising:

a voltage dividing circuit which outputs a voltage
resulting froma division of a reference voltage by resistors;

a conparator is provided with a) said output voltage
of the voltage dividing circuit as a threshold voltage and b)
an i nput voltage;

a constant current circuit which converts a
t enper at ur e- conpensated reference voltage into a current using
a resistor; and

a switching circuit being ON and OFF control |l ed
according to an output of the conparator, said swtching
circuit being set to an ON condition where a constant current
output fromthe constant current circuit is provided to the
vol tage dividing circuit and being set to an OFF condition
where the constant current is not provided to the voltage
dividing circuit,

wherei n an output voltage of the voltage dividing
circuit differs between when the constant current is provided
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to the voltage dividing circuit and when the constant current
is not provided to the voltage dividing circuit, so that the
threshold | evel of the conmparator differs.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Buf ano, Jr. et al. (Bufano) 4,751, 405 Jun. 14,
1988

Fujita 4,926, 068 May 15,
1990

Stakely et al. (Stakely) 5, 122, 680 Jun.
16, 1992

Thel en, Jr. 5,231, 316 Jul . 27,
1993

Claims 1, 2, 5, and 6 stand rejected under 35 U. S. C
8 102(b) as being anticipated by Stakely.?
Clainms 4 stands rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Stakely.

1'We note that on page 2 of the Answer the examiner withdrew the
rejection of clainms 1 through 6 under 35 U.S.C. 8§ 112, second paragraph, as
being indefinite and the rejection of claim3 under 35 U.S.C. § 102(b) as
bei ng anticipated by Stakely.
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Clains 1 through 6 stand rejected under 35 U.S.C. § 103
as being unpatentable over Fujita in view of Bufano and
Thel en.

Ref erence is nade to the Exam ner's Answer (Paper No. 16,
mai l ed July 8, 1996) and the first Supplenmental Exam ner's
Answer (Paper No. 18, mailed Cctober 11, 1996) and the second
Suppl enental Exam ner's Answer (Paper No. 20, nmiled February
20, 1997) for the exam ner's conpl ete reasoning in support of
the rejections, and to appellant's Brief (Paper No. 15, filed
May 1, 1996), Reply Brief (Paper No. 17, filed Septenber 9,
1996), and Suppl enental Reply Brief (Paper No. 19, filed
Decenber 11, 1996) for appellant's argunments thereagainst.

CPI NI ON

We have carefully considered the clains, the applied
prior art references, and the respective positions articul ated
by appellant and the exam ner. As a consequence of our
review, we wll affirmthe anticipation rejection of clains 1,
2, 5, and 6 and the obvi ousness rejection of claim4 over
Stakely and reverse the obviousness rejection of clainms 1

t hrough 6 over Fujita, Bufano, and Thel en.
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Appel l ant's sol e argunent agai nst the anticipation of
claims 1, 5, and 6 by Stakely is that Stakely "does not show,
teach or suggest that when the switching circuit is set to an
ON condition, a constant current output froma constant
current circuit is provided to a voltage dividing circuit (or
vol tage dividing point)." (See Brief, page 12). Stated
anot her way, appellant contends (Brief, page 13) that "the

switch 18 of Stakely et al controls the input to a conparator

and does not control the input to a voltage dividing circuit
(or voltage dividing point)."

The claimlimtation in question for clains 1 and 6
reads, "said switching circuit being set to an ON condition
where a constant current output fromthe constant current
circuit is provided to the voltage dividing circuit.” In
Stakely, if we consider resistor RL as part of the constant
current circuit and resistors R3, R5, and R8 as the voltage
di vider, as the exam ner has done, the switch neans 18 is set
to ON (or connected to node N5) where the current output from
the constant current circuit (or fromRl) is provided to node
N5 through R3 of the voltage dividing circuit. On the other
hand, when the switch neans is set to OFF (or connected to
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node N4), the output fromthe constant current circuit (or
fromRl) is provided to node N4 without going through the
voltage dividing circuit (R3, R5, and R). Therefore, when the
out put of the conparator controls which switching threshold,
Nd or N5, is being used, it |likew se controls whether the
output fromthe constant current circuit is provided to the
vol tage dividing circuit, as recited in the clains.
Consequently, the claimlanguage for clainms 1 and 6 is net by
Stakely, and we will affirmthe anticipation rejection of
clainms 1 and 6.

Claim5 was not argued separately fromclains 1 and 6.
Accordingly, we will affirmthe anticipation rejection of
claim5. Further, as to claim2, appellant nerely restates
the claimlimtation, which is insufficient as an argunent for
separate patentability. As stated in 37 CFR § 1.192(c)(7),

For each ground of rejection which appell ant

contests and which applies to a group of two or nore

clainms, the Board shall select a single claimfrom

the group and shall decide the appeal as to the

ground of rejection on the basis of that claimalone

unl ess a statenent is included that the clains of

the group do not stand or fall together and, in the

argunent under paragraph (c)(8) of this section,

appel | ant explains why the clains of the group are

believed to be separately patentable. Merely
pointing out differences in what the clains cover is
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not an argunent as to why the clains are separately
patentable. (Underlining added for enphasis)

Therefore, we will affirmthe anticipation rejection of claim
2.

Regar di ng the obvi ousness rejection of claim4 over
St akel y, appellant argues (Reply Brief, page 2) that "nothing

in Stakely et al. shows, teaches, or suggests that it is

obvi ous to include the conparator, constant current circuit
and switching circuit in addition to the voltage divider in a
one chip sem conductor integrated circuit." However, as
asserted by the exam ner (Answer, page 7, and Suppl enent al
Answer, page 2), it is well known in the art to formmultiple
el enents on the sanme sem conductor chip to match or nake
uniformthe effects of process paraneters. Further, the
examner's rejection of claim4 is not a hindsight
reconstruction based on information fromapplicant's own
specification, as contended by appellant (Supplenmental Reply
Brief, page 3). |Instead, the exam ner has used the common
knowl edge of a person of ordinary skill in the art, which the
court has said may be properly relied upon for a conclusion of

obvi ousness wi t hout any specific teaching in a particul ar
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reference. See In re Bozek, 416 F.2d 1385, 1390, 163 USPQ

545, 549 (CCPA 1969). Therefore, we will sustain the
rejection of claim4 over Stakely.

On the other hand, we generally agree with appellant's
argunents against the rejection of clainms 1 through 6 over
Fujita, Bufano, and Thelen. Specifically, appellant explains
(Brief, page 17) that in Fujita "it is necessary that the
resistor R should have one end connected to ground Vg4, and the
ot her end not connected to any voltage. This is because the
vol t ages Vg+ and Vg are generated at the other end of the
resistor R where the constant current flows." Appellant
continues (Brief, page 18),

On the other hand, at the voltage dividing point 12

of Bufano, Jr. et al a voltage is generated by

dividing vdd. Therefore, it is inpossible to

conbi ne Bufano, Jr. et al with Fujita since the

conbi nati on woul d not allow the generation of a

positive and negative voltage so that the ground

vol tage Vgp Which is a [sic] stable is symetri cal
with respect to the generated voltages Vg

In other words, the conbination of Bufano and Fujita woul d not
all ow the conparator of Fujita to operate as intended. "[A]
proposed nodification [is] inappropriate for an obvi ousness

i nquiry when the nodification render[s] the prior art
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reference inoperable for its intended purpose. |In re Gordon,
733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Gr. 1984)." In
re Fritch,

972 F.2d 1260, 1265-66 n.12, 23 USPQ2d 1780, 1783 n.12 (Fed.
Cr. 1992). Therefore, Bufano is not properly conbinable with
Fujita.

The exam ner applies Thelen for a teaching of a constant
current circuit which converts a tenperature conpensated
reference voltage into a current. However, Thel en does not
cure the deficiency in the conbination of Bufano and Fujita.
Accordi ngly, we cannot sustain the rejection of clains 1
t hrough 6 under 35 U.S.C. 8§ 103 over Fujita, Bufano, and
Thel en.

CONCLUSI ON

We have affirned the decision of the exam ner rejecting
claims 1, 2, 5, and 6 under 35 U.S.C. § 102 and rejecting
claim4 under 35 U . S.C. 8§ 103 over Stakely is affirmed. W
have reversed the decision of the exam ner rejecting clainms 1
through 6 under 35 U. S.C. 8 103 over Fujita, Bufano, and
Thel en. Therefore, the decision of the exam ner rejecting
claims 1 through 6 is affirnmed-in-part.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART
JERRY SM TH )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
M CHAEL R FLEM NG ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
ANl TA PELLMAN GROSS )
Adm ni strative Patent Judge )
apg/ vsh

10



Appeal No. 1997-2844
Application No. 08/242,881

NI KAl DO MARVELSTEI N MURRAY & ORAM
METROPCLI TAN SQUARE

655 15TH STREET NW

SU TE 330 G STREET LOBBY

WASHI NGTQN, DC 20005-5701

11



